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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3, 7-16, and 19-26 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The parentheses in line 5 of claim 1 around "structures (1)" render the claim 
indefinite and must be removed. It is unclear if the text within the parentheses is 
included in the claim and further limits the subject matter of the claim, or whether it is an 
aside to the claim and is not further limiting. For the purpose of further examination, it is 
taken that the text within the parenthesis further limits the claim. The parentheses 
around the component names, i.e. (1), (2), (b1), etc. are acceptable. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1, 7-16, 19-20, and 22-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ishimura et al. (EP 0304503). 

Regarding claim 1 : Ishimura et al. teaches a curing agent/hardener (abstract) 
comprising a curing agent/hardener (abstract), surface/coating absorbing groups from 
urea bonds (page 6 lines 3-4) resulting from the reaction of aliphatic triisocyanates such 
as 1 ,3,6-triisocyanate methyl hexane (page 6 lines 7-20) which forms a urea bond 
between one nitrogen atom of each triisocyanates and has 3 nitrogen atoms from a 
cyclic aliphatic hydrocarbon group. 

Regarding claim 7: Ishimura et al. teaches it is an amine curing agent (abstract). 

Regarding claim 8: While Ishimura et al. does not directly teach that the glass 
transition temperature of the coating is 80 °C or less, since all of the components are 
present in the composition it is inherent that the composition would have these 
properties. If it is applicants' position that this would not be the case: (1) evidence 
would need to be presented to support applicants' position; and (2) it would be the 
Office's position that the application contains inadequate disclosure that there is no 
teaching as to how to obtain a composition with these properties. 

Regarding claim 9: Ishimura et al. teaches a core shell curing agent obtained by 
reacting the curing agent and an epoxy resin (abstract). 

Regarding claim 10: Ishimura et al. teaches a master batch curing agent 
comprising 100 parts by mass of the curing agent/hardener and 10-50,000 parts by 
mass of an epoxy resin (abstract). 
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Regarding claim 11: Ishimura et al. teaches 0.1 to 100 parts by weight of the 
hardener to 100 parts of an epoxy resin (page 9 lines 19-20). 

Regarding claim 12: Ishimura et al. teaches the composition can be mixed with 
other curing agents such as acid anhydrides (page 9 lines 24-39). Example 13 has 100 
parts by weight epoxy, 90 parts by weight acid anhydride and 10 parts by weight 
hardener (pg. 18), which overlaps the claimed ranges. 

Regarding claims 13, 23: Ishimura et al. teaches using the compositions for IC 
chip sealing, which uses anisotropic conductive materials (pg. 10 lines 21-31). 

Regarding claims 14, 24: Ishimura et al. teaches using the compositions for the 
bonding of printed circuit boards, which uses conductive adhesive materials (pg. 10 
lines 21-31). 

Regarding claims 15. 25: Ishimura et al. teaches using the compositions for 
bonding headlight devices, which uses insulating adhesive material (pg. 10 lines 21-31). 

Regarding claims 16, 26: Ishimura et al. teaches using the compositions for 
sealing/encapsulating motor coils (pg. 10 lines 21-31). 

Regarding claim 19: Ishimura et al. teaches 0.1 to 100 parts by weight of the 
hardener to 100 parts of an epoxy resin (page 9 lines 19-20). 

Regarding claim 20: Ishimura et al. teaches 0.1 to 100 parts by weight of the 
masterbatch to 100 parts of an epoxy resin (page 9 lines 19-20). 

Regarding claim 22: Ishimura et al. teaches the composition can be mixed with 
other curing agents such as acid anhydrides (page 9 lines 24-39). Example 13 has 100 
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parts by weight epoxy, 90 parts by weight acid anhydride and 10 parts by weight 
masterbatch (pg. 18), which overlaps the claimed ranges. 

Claims 4, 6 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hosokawa et al. (JP 2000-230032). The English language machine translation for the 
Japanese document is used for the citations below. 

Regarding claim 4: Hosokawa et al. teaches a curing agent for an epoxy resin 
(abstract) comprising a curing agent coated/core and shell curing agent obtained by 
reacting an isocyanate of the formula : 



5 formula 4) which has not less than three isocyanate groups and has a low molecular 
weight (676). Further, since it is a discreet molecule rather than a polymer, i.e. n=3 
always, there is no molecular weight distribution. It is in an amount of 30-80% (page 5 
end of para. 8). The isocyanate is further reacted with an active hydrogen compound, 
water (page 9 para. 36). 

Regarding claim 6: Hosokawa et al. teaches the first isocyanate compound is in 
an amount of 30-80% (see above in claim 4) and there is another isocyanate in an 
amount of 20-70% (page 5 formula 5 and para. 8). 

Regarding claim 18: Hosokawa et al. teaches 100 parts epoxy to 0.1-3 parts of 
the core-shell curing agent (abstract) which is equivalent to 3,300-100,000 parts epoxy 
for 100 parts core-shell curing agent and overlaps the claimed range. 




■■■ (D 
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Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Hosokawa et 
al. (JP 2000-230032) as applied to claim 4 above and when taken with Ishimura et al. 
(EP 0304503). The English language machine translation for the Japanese document is 
used for the citations below. 

Regarding claim 5: While Hosokawa et al. does not directly teach that the curing 
agent has a bonding group absorbing infrared rays having a wavelength of 1630 cm" 1 to 
1680 cm" 1 , it is inherent that the curing agent has this property since a urea group is 
present (abstract) as evidenced by Ishimura et al. (page 6 lines 3-4) which states that 
urea linkages have absorption at a wavelength of 1630 cm" 1 to 1680 cm" 1 . 

Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by Hosokawa et 
al. (JP 2000-230032). The English language machine translation for the Japanese 
document is used for the citations below. 

Regarding claim 17: Hosokawa et al. teaches coating/a shell-core curing agent 
for an epoxy resin (abstract) formed by reacting an isocyanate component of the 
formula: 

□l a Cf L,C -kcFl ? -- 0 -C-KH-CR, -( OVcH 3 NC0 1 ■» (1) 

L II ^ J 3 

0 (page 
5 formula 4) which has not less than three isocyanate groups and has a low molecular 
weight (676). Further, since it is a discreet molecule rather than a polymer, i.e. n=3 
always, there is no molecular weight distribution. It is in an amount of 30-80% (page 5 
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end of para. 8). The isocyanate is further reacted with an active hydrogen compound, 
water (page 9 para. 36). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishimura et al. (EP 0304503) as applied to claim 1 . 

Regarding claims 2, 3: Ishimura et al. teaches the basic claimed composition as 
set forth above. Ishimura et al. further teaches an aromatic hydrocarbon bonded to two 
nitrogen atoms/tolylenediisocyanate (page 6 line 18). While the ratio between this 
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diisocyanate and the triisocyanates as 0.5%-95% or 1%-80% is not disclosed, the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. See In re Alter, 105 USPQ 233 and MPEP 2144.05. At the time of the 
invention a person having ordinary skill in the art would have found it obvious to 
optimize ratio of isocyanates and would have been motivated to do so for such 
desirable properties as a coating structure with sufficient urea groups for storage 
stability. A prima facie case of obviousness may be rebutted, however, where the 
results of the optimizing variable, which is known to be result-effective, are 
unexpectedly good. See In re Boesch and Slaney, 205 USPQ 215. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Megan McCulley whose telephone number is (571)270- 
3292. The examiner can normally be reached on Monday - Friday 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo, Ph.D./ /M. M./ 

Supervisory Patent Examiner, Art Unit 1796 Examiner, Art Unit 1796 



